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REMARKS 

Claims 1-27 are pending in the present application. Claims 1-5, 7 and 11-27 were 
rejected under 35 U.S.C. §102(b) as being unpatentable over Leiter, U.S. Patent No. 
5,022,744. Claims 8-10 were rejected imder 35 U.S.C. §l03(a) as being unpatentable over 
Leiter, U.S. Patent No. 6,023,328. Claim 6 was rejected under 35 U.S.C. § 1 03(a) as being 
unpatentable over Leiter in view of Weiss, U.S. Patent App. Pub. No. 2003/0011910 Al. 

The claims have now been amended. Claims ] 2, 22 and 26 have been canceled. New 
claims 28-3 1 have been added. Reconsideration of the application is respectfully requested. 

Amendment to the independent claims 

Independent claims 1 and 19 have now been amended so as to respectively recite a 
microscope and a method including changing the numerical aperture of the illuminating 
optical system using an aperture device "so as to change a resolution and contrast of the 
microscope." Support for the amendment may be found, for example, at paragraph 0003 of 
the present speci&a^oni 

ReieetiQn under 35 U.S.C. S102(b'). ii l{)3(-d) 

Claims 1-5, 7 and 1 1-27 were rejeck-d under 35 IJ.S C. S 102(b) as being unpatentable 
over Leiter, U.S. Patent No. 5,022,744, Claims 8-10 were icy^clcd under 35 U.S.C. §103(a; as 
being niipatcntable over Leiter. U.S. Patent No. 6,023,328. Claim 6 was rejected under 35 
U.S.C. S 1 03(a) as being unpatentable over Leiter in view of Weiss, U.S. Patent App. Pub. 
No„2O03/GG1191GAl. 

Independent claims 1 and 19, as amended recite changing a numerical aperture of the 
illuminating optical sj'stem "so as to change a resolution and contrast of the microscope," and 
"concurrently controlling] the control device [of the light soiu-ce] and the spectral con-ection 
device so that, upon a change in the numerical aperture, both a light flux tlirough the 
illuminating optical system and a spectral intensity distribution of light directed onto the 
specimen remain substantially unchanged." It is respectfully submitted that Leiter does not 
teach these features of claims 1 and 19. Sjiecifically, Leiter docs not change the numerical 
apertiu'e so as to change a resolii'-ion and contrast ol'thc n:icroscope, as recited. In contrast, 
Leiter system merely opens or closes a diaphragm 25 so as to change an intensity of 
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illumination to compensate for insertion of a filter into the illumination beam path. See 
Leiter, col. 3, line 65 to col. 4, line 3. Leiter does not modiiy the numerical aperture at all. In 
contrast, Leiter merely changes the illumination light intensity using the diapliragm 25 See 
Leiter, col. 3. lines 1 -3, and Fig. 1 . The nitmerical apertiu^e of the system is not changed. The 
term "numerical aperture" is well known to those of ordinary skill in the art. As discussed in 
the present specification at paragraph 0003, a modification of the numerical aperture oi'Lhe 
illuminating optical system causes a change in the resolution achievable with the microscope 
and a change in the contrast of the generated image. The location of the diapliragm 25 of 
Leiter makes it clear that a change in the diaphragm would not change the numerical aperture. 
Because the diaphragm 25 is disposed upstream of the light guide 5 (sec Fig. 1 of Leiter), a 
change in the diaphragm could not cause a change in the numerical aperture with the 
attend atit change in the resolutioa and contrast of the raicroseope. 

Nor does Leiter teach concurrently controlling the control device of the light source 
and tlie spectral correction device so 1hat» upon a change in the numerical aperture, both the 
light flux through the illuminating optical system and the spectral intensity distribution 
remain substantially imchangcd, as recited in claims 1 and 19. Firstly, Leiter does not control 
tlie light source upon the changing ol thc numerical aperture, as recited. In contrast, Leiter 
mert-h- changes the diaphragm 25 itself to \'ary the light coming irom the lii^hi source. F.ven 
assiitning that changing the diaphragm 25 somehow docs change the numerical aperture 
(which, as discussed above, cannot be the ease) the light soiu'oe in Leiter is nevertheless not 
Otherwise controlled, as claims 1 and 19 and require. Secondly, Leiter does not control the 
spectral correction device upon the changing of the numerical aperture, as recited. In contrast, 
Leiter merely inserts a filter into the ilhunination beam path to achieve a desired color 
temperature. See Leiter, col. 3, lines 49-55. Even assuming that changing the diaphragm 25 
somehow does change the numerical aperture (which, as discussed above, cannot be the case) 
Leiter nowhere teaches controlling the spectral correction device to maintain the spectral 
intensity distribution upon such a change in numerical aperture. Because Leiter fails to teach 
all the limitations of independent claims 1 and 19, it cannot anticipate either of the claims or 
any of their respective dependent claims. 

With specific regard to dependent claim 6. ii is rcspceiftiliy submitted that the Weiss 
reference is not eligible as prior art to the present application. Weiss is not prior art under 35 
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U.S.C. § 102(a) because tlie inventive entity of the Weiss reference (Albrecht Weiss) is the 
same as the inventive entity of the present application. See MPEP §2132 IIL Similarly, Weiss 
is not prior art under 35 U.S.C. § 1 02(e) because Weiss was not filed "by another," as required 
by 35 U.S.C. § 1 02(e)- Because Letter fails to teach or suggest tiie "the control device is 
configured to modify electrical power delivered to the light source" feature recited in claim 6, 
Leiter cannot render claim 6 obvious. It is therefore resfteetfully submitted that claim 6 is 
patentable over Leiter for this additional reason. 

Withdrawal of the rejection of claims 1-5, 7 and 1 1-27 under 35 U.S.C. §103(a) based 
on Leiter, the rejection of claims 8-10 under 35 U.S.C. § 103(a) based on Leilcr, and the 
rejection of claim 6 under 35 U.S.C. §103(a) based on a combination of Leiter with Weiss, is 
respeetfully requested, 

Hew claims 

New claims 28^31 have been added. Independent claim 28 recites features of claims 1 
and 6. Dependent claims 29-31 recite features: of dependent claims 3^ 7 Mid 16, respectively. 
It is respectfully submitted that new claims 28-31 are patentable over the cited references for 
at least the same reasons as claims 1 and 6 are. 
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CONCLUSION 



It is respeetfiilly submitted that the application is now in condition for allowance. 



Dated: May 25, 2007 




B y ^'U i-^\J\s\fkAAh. ^ 



Erife R. Swanson 

Registration No.: 40,833 
DARBY & DARBY P.C. 
P.O. Box 5257 

New York. New York 10150-5257 
(212) 527-7700 
(212) 527-7701 (Fax) 
Attorneys/Agents For Applicant 



{W!\2Q793N02O47O4-^usO\O11161Q5,DOGBIi^ Pago 1 1 of 11 



